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Page 3, lines 21-25 make refernce to the claims which is improper since the 
purpose of the speocofactThe following is a quotation of the first paragraph of 35 U.S.C. 
112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 3-16 and 22 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Applicants argue that the term 
"consist essentially of excludes chain transfer agents from the scope of the claims. If so 
applicants limitation "consist essentially of is new matter since the specification as filed 
does not disclose that chain transfer agents should be excluded from applicants' 
product and process. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3-16 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Neff et al. (US 5882525) in view of (US 471 3431 , admission at page 
1 , lines 29-33 of the specification). 
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Patentees disclose a polymer which may contain applicants monomers "I" at column 4, 
lines 47-58 and 4-80 parts per million of a "branching agent" (see the paragraph 
bridging columns 3 and 4) such as PEGDMA of molecular weight of 600 (see 
experiments 10-1 1 in column 9). The materials may be used as flocculants agents for 
effluent in the treatment of sludges at column 1, lines 10-39. 
There are no examples of a material produced by using patentees diallyl ammonium 
compounds in combination with applicants amounts of PEG dimethacrylate although 
patentees disclose that applicants amounts of branching agent which include PEGDMA 
may be used in amounts encompassing applicants' in combination with monomers 
including applicants. Hence it would have been obvious to a practitioner having an 
ordinary skill in the art at the time of the invention to select applicants components in 
applicants amounts from the disclosure of the patent in the expectation of adequate 
results absent any showing of surprising or unexpected results. 

Patentees do not appear to disclose inverse emulsion polymerization as required 
by certain dependent claims. However page 1 , lines 29-33 of applicants specification 
discloses that the advantage of inverse emulsion polymerization is known in the art for 
increasing molecular weights of flocculating polymers. Hence use of inverse emulsion 
polymerization would have been obvious to a practitioner having an ordinary skill in the 
art at the time of the invention to confer the advantage of increased molecular weight 
absent any showing of surprising or unexpected results. 
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The term "consisting essentially of only excludes those materials which 
materially affect the novel and basic characteristics of a composition and it is applicants' 
burden to prove that such characteristics are changed by the presence of additional 
materials recited in a prior art product. Note In re Janakirama-Rao , 317 F. 2d 951, 137 
USPQ 893 (CCPA 1963) and In re De Laiarte . 337 F. 2d 870, 143 USPQ 256 (CCPA 
1964) in this regard. 

Applicant's arguments filed 5-26-09 have been fully considered but they are not 
persuasive. 

Applicants argue that the term "consist essentially of excludes chain transfer 
agents or more than 1 branching agent from their claims. However the term "consisting 
essentially of only excludes those materials which materially affect the novel and basic 
characteristics of a composition and it is applicants' burden to prove that such 
characteristics are changed by the presence of additional materials recited in a prior art 
product. Note In re Janakirama-Rao . 31 7 F. 2d 951 , 1 37 USPQ 893 (CCPA 1 963) and 
In re De Laiarte . 337 F. 2d 870, 143 USPQ 256 (CCPA 1964) in this regard. 
Furthermore the instant claims do not clearly recite only one branching agent and in fact 
recites "units". The primary reference uses a secondary alcohol as chain transfer agent 
and in fact it is known in the art in general that secondary alcohols act as chain transfer 
agents. Note in this regard Andrist et al. at paragraph 85, Osaka et al. at the paragraph 
bridging columns 6 and 7, Boon et al. at example 3, Vanderlaan et al. at the paragraph 
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bridging columns 3 an 4, Janssen at the last complete paragraph in column 5 and 
Erchak et al. at column 3, lines 26-45. Applicants own examples without exception use 
sorbitan containing materials (presumably added by applicants to function as 
surfactants) such as TWEEN and SPAN such as contain secondary alcohol 
functionality. Note also Rodrigues et al at paragraph 39 and Frenz at paragraph 85 who 
discloses that polyols act as chain transfer agents. Therefore the novel and basic 
characteristics can not be said to be exclusion of chain transfer agents nor can there 
said to be support for claims excluding chain transfer agent nor would those skilled in 
the art when viewing applicants specification as filed conclude that the novel and basic 
characteristics of applicants invention are affected by chain transfer agents. Also chain 
transfer agents are not monomers as applicants allege. While some chain transfer 
agents leave moieties of the agents reacted in the polymer which they are used to 
produce, there is no proof that secondary alcohols leave any such residue and 
applicants limitation "consist essentially of therefore is immaterial to applicants' product 
claims. 



Any inquiry concerning this communication should be directed to Jeffrey C. 
Mullis, M-F, 9-5 pm at telephone number 571 272 1075. 
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Jeffrey C. Mullis 
Primary Examiner 
Art Unit 1796 

JCM 
2-13-09 



/Jeffrey C. Mullis/ 

Primary Examiner, Art Unit 1796 



